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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 2, 7-8, 14-15, and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by ZA 20017995, hereafter ZA '995. 

Claim 1 : ZA '995 discloses a process for producing a boron coated abrasive, the 
process including the steps of contacting the abrasive to be coated with a boron 
source, at a coating temperature of about SOO.degree. C. to about 1200.degree. C. in 
an inert atmosphere, for a time sufficient to coat at least a portion of the abrasive (for 
examples abstract. Page 5-6). 

Claim 2: ZA '995 discloses the abrasive is in the form of abrasive particles, 
larger abrasive bodies, or abrasive tools (page 5). 

Claim 3: ZA'995 discloses boron powder (page 5) 

Claims 7-8: These claims are taught by ZA '995 at page 6, see 1000°C as the 
process temperature, which the examiner maintains is about 1 100°C as required by 
claims 8. 

Claim 14: ZA '995 discloses the abrasive and boron source are heated at the 
coating temperature for at least 30 minutes (Page 6). 
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Claim 15: ZA '995 discloses the abrasive and boron source are heated at the 
coating temperature for at least 3 hours (page 6). 

Claim 19: ZA '995 discloses the abrasive Is diamond or cubic boron nitride (page 

4). 

3. Claims 1-3, 7-9, and 14-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 561 1828 by Cellkkaya, hereafter Celikkaya. 

Claim 1 : Cellkkaya discloses a process for producing a boron coated abrasive, 
the process Including the steps of contacting the abrasive to be coated with a boron 
source, at a coating temperature of about 800.degree. C. to about 1200.degree. C. in 
an inert atmosphere, for a time sufficient to coat at least a portion of the abrasive (for 
examples Column 12-14). 

Claim 2: Cellkkaya discloses the abrasive Is In the form of abrasive particles, 
larger abrasive bodies, or abrasive tools (examples). 

Claim 3: Cellkkaya discloses boron powder (column 12, lines 35-45). 
Claims 7-9: These claims are taught by Cellkkaya at column 13, lines 35-40, as 
the process temperature, which the examiner maintains Is about 1 150°C as required 
by claims 9. 

Claims 14-16: Celikkaya discloses about 6 hours, which the examiner maintains 
reads on atleast 6 hours. The term "about" render the prior art Inclusive of certain 
degree of times longer then 6 hours (Column 13, lines 25-35). 



Application/Control Number: 10/566,194 Page 4 

Art Unit: 1792 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 7-1 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over ZA 
'995. 

Claims 7-16: The examiner maintains the position as discussed above with 
regards to the temperature, additionally, ZA '995 discloses the preheating steps, the 
heating rates, and the final temperature are all result effective variable that directly 
effect the coating process (page 6) and therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified the process as 
taught by ZA '995 to optimize the result effective variables, in this case the particular 
heating steps and rates, using routine experimentation to reap the benefits of the 
proper film deposition. 

Specifically to Claim 10-14: Specifically, ZA '995 discloses preheating to a 
temperature of 300°C at a rate of 10°C/min, but fails to disclose maintaining at the 
temperature for 15 to 45 minutes, however, the reference discloses heating slowly 
thereafter at 10°C/hr and it is the examiners position that it would have been obvious to 
maintain the temperature for a time period within the range as claimed with a 
reasonable expectation of predictable results. Additionally, the examiner maintains the 
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claims include about language and the examiner maintains 300-31 0°C over an hour 
period is "about" 300°C, within the range as claimed. 

Specifically to Claims 14-16: ZA '995 discloses the final temperature at a time 
sufficient to deposit the film, discloses a about 4 hours, however, discloses the time is 
a result effective variable and optimizing the time through routine experimentation 
would have been obvious to one of ordinary skill in the art to deposit an appropriate 
film. 

Claims 17-18: ZA '995 does not discloses the range of boron source to abrasive, 
however, the ratio of coating material to the substrate is a result effective variable. If 
the ratio is too low, the substrate is insufficiently or improper coated and too high 
results in thicker or improper coating. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have determined the appropriate 
amount of boron source, relative to the amount of substrate, through routine 
experimentation to effectively and efficiently coat the substrate with the desired amount 
of coating. 

6. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Celikkaya in view of US Patent 5090969 by Oki, hereafter Oki and JP 09-142932, 
hereafter JP '932. 

Claim 4: Celikkaya discloses all that is taught above and Celikkaya discloses 
using any boron source for forming the boron coating, however, the reference fails to 
disclose boric acid in combination with boron powder. However, Oki discloses coating 
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particles with a boron source Including boron powder and boron oxide combination and 
JP '932 discloses boric acid in combination with other boron oxide is known and 
suitable boron agent in the abrasive formation art and therefore, taking the references 
collectively it would have been obvious to one of ordinary skill in the art to have 
modified Celikkaya to include boric acid with the boron powder with a reasonable 
expectation of successful results of providing a boron coating because Oki discloses 
boron power and boron oxide are combined as boron sources and JP '932 discloses 
boric acid and boron oxide are combined and thus one would expect success in 
combining boron power and boric acid. 

Claims 5-6: The combination of references fails to disclose the appropriate 
composition, however, it is the examiners position that the composition of the source 
material is a result effective variable: directly affecting the quality of the film deposition 
and the resulting deposited film. Therefore, it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to determine the 
appropriate amount of each source, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patent 6524357 discloses the deposition temperature and 
ramp rate are known to require strict control due to the substrate (Column 7, 10).. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to DAVID TUROCY whose telephone number is (571 )272- 
2940. The examiner can normally be reached on Monday-Friday 8:30-6:00, No 2nd 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David Turocy/ 
Examiner, Art Unit 1792 



